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eamed patent term adjustment. See 37 CFR 1 .704(b). 
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1 )^ Responsive to communication(s) filed on 16 April 2008 . 
2a )^ This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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5) 0 Claim(s) is/are allowed. 

6) |EI Claim(s) 1.2.4.5 and 20 is/are rejected. 
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8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Introduction 

1. Applicants' amendments and remarks filed on 4/16/2008 have been entered. Claim 1 has 

been amended. Claims 1, 2, 4, 5 and 20 are active. 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

3. In response to the amendments, the grounds of rejection have been updated as set forth 
below. 

Rejections Based on Prior Art 

4. Claims 1, 2, 4, 5 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
lioka, et al. [US 4435344] in view of JP 2000-177039 [machine translation]. 

lioka's invention relates to a heat-insulating paper container. The heat-insulating paper 
container is prepared by heating a container comprising a body member and a bottom member, 
wherein one surface of at least the container body member is coated or laminated with a 
thermoplastic synthetic resin film, e.g., a polyethylene film, and the other surface of the body 
member is coated or laminated with the same or different thermoplastic synthetic resin film or an 
aluminum foil, to thereby foam the thermoplastic synthetic resin film and form a heat-insulating 
layer on at least one surface of the container [abstract]. When the paper is heated, the moisture 
inherently contained in the paper is evaporated and the evaporated moisture foams or causes a 
foaming action on the polyethylene film [col. 2, 11. 3-20]. Any heating means such as hot air. 
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electric heat or microwaves can be used. Heating by hot air or electric heat in a tunnel having 
transporting means such as conveyor is preferred for commercial production [col. 4, 11. 5-11]. 

For claims 1, 2, 4 and 5, lioka lacks a teaching that a vacuum suctioning device is used to 
increase the foaming height of the outer surface of the foam layer (foaming plane). However, JP 
'039 relates to a foamed laminated sheet. Fig. 2 shows that a polyethylene film 13 (a contiguous 
synthetic film) is laminated (adhered) to a surface of a paperboard 10 (base paper) with a joining 
inhibitor 1 1 applied in a spotted fashion [0009]. Foaming is performed by evaporation of the 
moisture contained in paper [0006]. A foaming sheet is obtained by heating the laminate film in 
a vacuum suction device, and it becomes possible to obtain a foaming lamination sheet, without 
using a heating furnace (oven) like the conventional foaming lamination sheet. For this reason, 
the productivity improves, and requires less production space [0018]. It would have been 
obvious to one of ordinary skill in the art to modify lioka's heating method of a tunnel/conveyor 
device with a vacuum suction device of JP '039, motivated by the desire to obtain an improved 
productivity. Regarding the limitation "a foaming plane comprising a group of adjacent foaming 
cells cell group on the outer surface of the base paper", since lioka teaches the same foaming 
paper structure and composition, the same foaming plane structure is expected to be obviously 
provided by practicing the collective teachings for the same end use. Regarding the gap between 
the foam surface of the die, since JP '039 teaches that it is possible to adjust the magnitude of the 
foaming of the laminate film 13 [0017], a workable foaming height is deemed to be obviously 
provided by practicing the collective teachings for the same end use, including a gap between the 
foam surface and vacuum suctioning device, once sufficient height is obtained. 
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Similarly, for claim 20, since the collective teachings of prior art render the claimed 
invention obvious, a workable expansion ratio is deemed to be obviously provided by practicing 
the combined teachings for the same end use. 



Response to Argument 

5. Applicants argue at Remarks pages 6-7 that 

"claim 1 has been amended to clarify that the contiguous synthetic resin film laminate is 
fully contiguous with the base paper. In contrast, JP '039 does not disclose a contiguous 
synthetic resin fihn laminate due to the presence of the JP '039 joining inhibitor which 
interrupts the JP '039 laminate by covering certain parts of the outer surface of the base 
paper and thus preventing contact between the paper and the laminate film. 
Consequently, JP '039 fails to disclose both the claimed contiguous laminate and the 
claimed adjacent foaming cells." 

However, applicants ignore that lioka teaches the same foaming paper structure as the 
claimed invention, and the collective teachings of lioka and JP '039 render the claimed invention 
obvious. In response to applicant's arguments against JP '039 individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

Applicants argue at page 7 that 

"the JP '039 foamed sheet does not have a foaming plane (i.e., adjacent foaming cells) 
and therefore does not include "a gap between the foaming plane and a suctioning surface 
of the die" either. In short, if one of ordinary skill used the JP '039 suctioning die with 
lioka's foamed sheet, no gap would be expected to form between a foaming plane and a 
suctioning surface of the die." 
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However, since JP '039 teaches that it is possible to adjust the magnitude of the foaming of the 
laminate film 13 [0017], a workable foaming height is deemed to be obviously provided by 
practicing the collective teachings for the same end use. 
Applicants argue at pages 7-8 that 

"the gap formed between the foaming plane and a suctioning surface of the die does, in 
fact, recite a structural limitation of the foaming plane itself in that it describes the 
surface of the claimed foaming plane." 

However, since JP '039 teaches that it is possible to adjust the magnitude of the foaming of the 

laminate film 13 [0017], a workable foaming height is deemed to be obviously provided by 

practicing the collective teachings for the same end use, including a gap between the foam 
surface and vacuum suctioning device, once sufficient height is obtained. 

Conclusion 

6. THIS ACTION IS MADE FINAL. AppUcant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Victor S. Chang whose telephone number is 571-272-1474. The 
examiner can normally be reached on 7:00 am - 5:00 pm, Tuesday - Friday. 

If attempts to reach the examiner by telephone are unsuccessftil, the examiner's 
supervisor, Rena Dye can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Victor S Chang/ 

Primary Examiner, Art Unit 1794 



